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Dear Sir: 



This brief is in furtherance of the Notice of Appeal submitted in this case on 
March 31, 2006 and received by the United States Patent and Trademark Office on April 
3, 2006. 

Enclosed is a Credit Card Payment Form authorizing a large entity charge of 
$500.00 to cover the fee for filing the brief in support of the appeal. Please charge any 
additional fees which may be required for this matter to Applicant's attorney's Deposit 
Account No. 08-2441 - D. Peter Hochberg Co., L.P.A. 
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Real Party in Interest: 

The real party in interest is the assignee of the Applicant, LTS Lohmann 
Therapie-Systeme AG. 
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Related Appeals and Interferences: 
None. 



Status of Claims : 

Claims 1-8 are pending in the application. Claim 9 has been canceled. The 
rejection of claims 1-8 is being appealed. 
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Status of Amendments : 

No further amendments have been filed subsequent to the Final Office Action 
which is dated November 8, 2005. 
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Summary of Claimed Subject Matter : 

This invention relates to an adhesive die-cut article (page 3, line 22 (par. 0012); 
articles 1 1) having an external contour (page 4, line 5 (par. 0013); layer 5) which 
comprises an adhesive layer with an internal cut-out (page 4, line 5 (par. 0013; cut-out 3) 
also having a contour. The external contour has no common point with the contour of the 
internal cut-out (page 3, line 23 (par. 0012); cut-out 3). A matrix layer (page 3, line 18 
(par. 0010); layer 6) is provided having an internal cut-out (page 8, line 2 (par. 0027); 
cut-out 3) which is congruent with the internal cut-out in the adhesive layer. The matrix 
layer is a compacted material. A covering film (page 4, line 3 (par. 0012); film 9) is 
provided for covering the composite of matrix layer, adhesive layer and internal cut-out 
and the internal cut-out is filled with a filler material (page 4, line 2 (par. 0012); material 
2). The filler material contains a pharmaceutical active ingredient, such as salicylic acid, 
lactic acid, 5-fluoruracil, capsaicin, acetyl-salicylic acid, or nonoic acid vanillyl amide 
(page 8, lines 10-15 (par. 0029)). The adhesive article further includes a detachable 
protective film (page 7, line 19 (par. 0026); film 8). The filler material itself comprises a 
material such as a liquid, a semi-solid, gel-like, pasty, powdery and fusible materials, or a 
mixture thereof (page 8, lines 8-10 (par. 0029)). 

The adhesive layer of the article of the present invention comprises a natural or 
synthetic polymer which may be, for example, polyacrylates, polyisobutylenes, silicones, 
rubber and SIS block copolymers (page 8, lines 16-20). The matrix layer of the adhesive 
die-cut article comprises a natural or synthetic polymer selected from the group 
consisting of polyacrylates, polyethylenes, polypropylenes, polybutylenes, polyurethanes, 
poly-l-butenes, polyisobutene, rubbers, silicone rubbers, cellulose, chemical pulp, paper, 
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cotton, acetylcellulose, celluloid, viscose, polyacrylonitrile, polyvinylalcohol, polyvinyl 
acetate, polyvinyl ether, and ethylene-vinyl acetate (EVA) copolymers (page 9, lines 1- 
11). 
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Grounds of Rejection to be Reviewed on App eal: 

The following issues are present in the present appeal: 

1 . Was the rejection of claims 1-8 under 35 U.S.C. J 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which the applicant regards as the invention proper? 

2. Was the rejection of claims 1-8 under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the enablement requirement proper? 

3. Was the rejection of claims under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 5,244,677 (Kreckel et al) proper? 



Argument : 

The rejection of claims 1-8 under 35 U.S.C. 1 12, second paragraph, as failing to 
particularly point out and distinctly claim the subject matter which the applicant regards 
as the invention, the rejection of claims 1-8 under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the enablement requirement, and the rejection of claims 1-8 under 
35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 5,244,677 (Kreckel et al) 
are improper and should be reversed. 

Claim 1 recites an adhesive die-cut article having an external contour comprising 
an adhesive layer with an internal cut-out having a contour, wherein the external contour 
of the adhesive die-cut article has no common point with the contour of the internal cut- 
out. The adhesive die-cut article has a matrix layer having an internal cut-out which is 
congruent with the internal cut-out in the adhesive layer, and matrix layer is a compacted 
material. A covering film covers the composite of matrix layer, adhesive layer, and 
internal cut-out, and the internal cut-out is filled with a filler material containing a 
pharmaceutical active ingredient, which may be salicylic acid, lactic acid, 5-fluoruracil, 
capsaicin, acetyl-salicylic acid, and nonoic acid vanillyl amide. 

The Examiner first states in the Final Office action dated November 8, 2005, on 
page 2, that claims 1-8 fail to particularly point out and distinctly claim the subject matter 
which the applicant regards as the invention. The Examiner, in particular, states that the 
language of claim 1 which reads "the matrix layer can be a compacted material" is vague, 
indefinite and confusing since the specification contains no suitable teaching as to just 
what constitutes a "compacted material." 
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The Examiner next states in the Final Office action on page 3 that claims 1-8 are 
rejected as failing to comply with the enablement requirement in that the claims contain 
subject matter which was not described in the specification in such a way to enable one 
skilled in the art to make and/or use the invention. In particular, the Examiner argues that 
the specification provides no guidance as to what constitutes a "compacted material," but 
that it only provides a discussion of the equivalence of a compacted material being a 
foam, fabric, porous sheet or non-woven fabric. 

Lastly, the Examiner states in the Final Office action (on pages 3-4) that claims 1- 
8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kreckel, et al. With 
reference to the initial Office action dated June 15, 2005, the Examiner argues that 
Kreckel, et al. teach a substantial anticipation of the claimed invention, disclosing an 
adhesive punchout article comprising an adhesive layer with an inner recess, the outer 
line of the adhesive punchout sharing no common point with the outline of the inner 
recess. The Examiner also states that the reference discloses an adhesive backed 
medicine pill die cut for application to the skin. The Examiner acknowledges that the 
reference fails to disclose the presence of any specific pharmaceutical active ingredients, 
such as those set forth in claim 1. However, the Examiner argues that the presence of 
almost any other pharmaceutical active ingredient would be an obvious modification to 
one of ordinary skill in the art, absent unexpected results. In the final Office action, the 
Examiner further argues that the specification either appears to give no meaningful 
guidance as to what a compacted material can be made from, or alternatively, claim 9 
(now canceled) at least appeared to have formerly taught that it can be, e.g., a foam 
material. In the former instance, the Examiner states the reference teaches a "matrix 
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layer," and in the latter instance, the Examiner states that the reference teaches a foamed 
material which it calls the carrier layer. 

Rejection of claims 1-8 under 35 U.S.C. 112, second paragraph 

The Applicants respectfully traverse the rejection on the basis that the claims are 
indefinite for failing to particularly point out and distinctly claim the subject matter. The 
Applicants respectfully submit that, as set forth in M.P.E.P. Section 2173.02, the 
examiner's focus during examination of claims for compliance with the requirement for 
definiteness of 35 U.S.C. 1 12, second paragraph, is whether the claim meets the threshold 
requirements of clarity and precision, not whether more suitable language or modes of 
expression are available. The Examiner should allow claims which define the patentable 
subject matter with a reasonable (emphasis provided) degree of particularity and 
distinctness. Some latitude in the manner of expression and the aptness of terms should 
be permitted even though the claim language is not as precise as the examiner might 
desire. The essential inquiry pertaining to this requirement is whether the claims set out 
and circumscribe a particular subject matter with a reasonable degree of clarity and 
particularity. Definiteness of claim language must be analyzed, not in a vacuum, but in 
light of: (A) the content of the particular application disclosure; (B) the teachings of the 
prior art; and (C) the claim interpretation that would be given by one possessing the 
ordinary level of skill in the pertinent art at the time the invention was made. (M.P.E.P. 
Section 2173.02, Ex. E). In particular, the Applicants respectfully submit that one having 
the ordinary level of skill in the art would readily recognize what a compacted material is. 

The Applicants further respectfully submit that the term is a term of art which is 
in no way vague or confusing to one skilled in the art. The term "compact" is defined in 
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various dictionaries as "closely packed together, neatly fitted, joined firmly together, 
close, dense, solid, imporous, firm, compressed, pressed together or of firm texture." 
See, for example, the Oxford Advanced Learner's Dictionary of Current English (A.S. 
Hornby (Ed.) 3 rd Edition 1974, Cornelsen & Oxford University Pressl and found on the 
Internet at www.oup.com/oald-bin/web^getald7indexla.pl (Exhibit A) or the Merriam- 
Webster online Dictionary (www.m-w.com) (Exhibit B). Clearly, a compacted material 
is produced by the compression of material, which thus gets closely packed together, 
imporous and obtains a firm texture. 

In addition to the above, the Applicants respectfully submit that the USPTO 
Patent Classification System (PCS) clearly defines what constitutes a "compacted fiber 
article" in Class 28, Subclass 121. The PCS defines this as "a textile item that is formed 
by wrapping a mass of fibers within a covering and wherein the mass of fibers is 
compressed into a desired shape prior to, during or after the wrapping occurs" (Exhibit 
C). In addition, the USPTO classification system further defines "compacting" as 
"subjecting the contents material to forces which crowd portions of the contents into a 
more confined space or which contract or elongate the contents without breaking" (Class 
53, Subclass 436) (Exhibit D). Still further, Class 100, Subclass 35+ concerns "presses," 
i.e., apparatus for subjecting material to compressive force, including methods in which 
material is pressed to compact it to a smaller volume. 

Based on the above, the Applicants respectfully submit that one skilled in the art 
of manufacturing dermal or transdermal drug application systems would readily 
recognize what a compact(ed) material is, regardless of whether the material is made of 
fibers, compressed foam or compressed particles, that the term is clear to one having the 
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ordinary level of skill in the art on its own and one skilled in the art would readily 
understand the meaning of the term "compacted" as it pertains to the relevant art. 
Withdrawal of this rejection is respectfully requested. 

Rejection of claims 1-8 under 35 U.S.C 112, first paragraph 

The Applicants respectfully traverse the rejection on the basis that the claims fail 
to comply with the enablement requirement as not having the subject matter described in 
the specification in such a way as to enable one skilled in the art to make and/or use the 
invention. For the reasons set forth above, the Applicants respectfully reassert the 
position that one skilled in the art would readily recognize what a compacted material is. 
Moreover, the specification need not disclose what is well-known to those skilled in the 
art and preferably omits that which is well-known to those skilled and already available 
to the public. In re Buchber, 929 R2d 660, 661, 18 USPQ2d 1331, 1332 (Fed. Cir. 
1991); Hybritech, Inc. v. Monoclonal Antibodies, Inc., 802F.2d 1367, 1384, 231 USPQ 
81, 94 (Fed. Cir. 1986), cert denied, 480 U.S. 947 (1987); and Lindemann 
Maschinenfabrik GMBH v. American Hoist & Derrick Co., 730 F.2d 1452, 1463, 221 
USPQ 481, 489 (Fed. Cir. 1984); M.P.E.P. Section 2164.05(b) (Exhibit F). 

As noted in the final Office action, page 3, the Examiner states that canceled 
claim 9 taught that a compacted material could be selected from the group consisting of a 
foam, a fabric, a porous sheet or a non-woven fabric, but that the specification only 
discusses what a compacted material could be at paragraph 0031, which taught the 
equivalence (emphasis provided) of a compacted material, that being any of the 
remaining four embodiments set forth in the Markush group of canceled claim 9. The 
Applicants respectfully submit that such a conclusion appears to contradict the objection 
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that the claims fail to comply with the enablement requirement. Nevertheless, paragraph 
003 1 discloses that the matrix layer may be present as a compacted material, a foam, a 
fabric, a porous sheet or a non-woven fabric. It is not stated whether these different 
materials have different properties, serve different functions and/or each of those 
associated with certain advantages of the other one is not disclosed. Therefore, the 
Applicants respectfully disagree with the conclusion that these different materials for the 
matrix layer are intended to be equivalents. Each material may be used for the matrix 
layer; however, each material serves its own particular function and has its own particular 
attributes. 

Even if the compacted material and the other materials for the matrix (i.e., foam, 
fabric, porous sheet, non-woven fabric) are equivalent from today's perspective, the 
Applicants respectfully submit that there is no evidence in the cited prior art or elsewhere 
in the record which would indicate that a compacted material could also be used for the 
matrix of the present invention. The Applicants respectfully submit that it is the merits of 
the inventors of the present invention who in fact identified the utility of using a 
compacted material for the matrix of die cut articles. The Applicants respectfully submit 
that it appears that the determination of the equivalence of a compacted material and the 
other aforementioned materials of the matrix layer is derived from an undue ex-post 
analysis, since the presumed equivalence was disclosed for the first time by the inventors 
in the specification of the present invention. It is the Applicants' position that particular 
features or embodiments of an invention can not and should not be held against the 
patentability of the invention. Therefore, the Applicants respectfully submit that the 
Examiner's note that paragraph [0031] teaches the equivalence of a compacted material 
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with any of the remaining four embodiments can not provide a ground for the present 
rejection. Withdrawal of this rejection is respectfully requested. 

Rejection of claims 1-8 under 35 U.S.C 103(a) 
The Applicant respectfully traverses the rejection of claims 1-8 being obvious in 
light of the cited prior art. The Applicants first submit that pending claim 1 is directed to 
an adhesive die-cut article comprising a matrix layer being a compacted material which is 
provided with an internal cut-out which is filled with a filler material containing a 
pharmaceutical active ingredient selected from the group consisting of a salicylic acid, 
lactic acid, 5-fluoruracil, capsaicin, acetyl-salicylic acid, and nonoic acid vanillyl amide. 
The Applicants believe that a close inspection of the claimed pharmaceutical active 
ingredients reveals that the pharmaceutical active ingredients are not a merely arbitrary or 
random selection, but rather are pharmaceutical active ingredients which are used for 
topical treatment of certain skin disorders (e.g., spots, pimples, warts, calluses, corns, 
shingles). The lesions are restricted to particular small areas of the skin. Moreover, the 
treatment of the disorders is restricted to the area of the lesions in order to avoid 
inappropriate damage of any healthy skin adjacent to the affected site. This feature of the 
present invention is advantageous in particular because of the particularly aggressive 
nature of the listed pharmaceutical active ingredients. 

Restricting access of the pharmaceutical active ingredient to the spot where action 
is desired cannot be achieved with a porous material, such as a foam, woven fabric, non- 
woven fabric or a porous sheet, because the pharmaceutical active ingredient can enter 
the pores and spaces of the porous material and, in turn, be spread across the area of the 
matrix layer. The pharmaceutical active ingredient could subsequently negatively affect 
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the adhesive properties of the adhesive layer which keeps the die-cut article attached to 
the patient's skin, might then disintegrate the adhesive layer and thereby obtain access to 
the healthy skin underneath the die-cut article. 

On the other hand, the use of a compacted material for the matrix is beneficial in 
that the presence of the pharmaceutical active ingredient can be restricted to the internal 
cut-out of the die-cut article. The pharmaceutical active ingredient is unable to migrate 
through pores, which do not exist in a compacted material, to obtain access to the skin 
underneath the adhesive layer with which the matrix is provided. Although it is believed 
that these effects are impossible to quantify, the presently claimed adhesive die-cut is an 
article which demonstrates certain advantages. 

Kreckel, et al. teach an adhesive punchout article wherein the matrix is a porous 
foam or non-woven fleece, rather than a compacted material. Kreckel, et al. do not teach 
the presence of any specific drug. Although any drug could presumably be incorporated 
into a device of Kreckel, et al., such teaching does not make the present invention 
obvious to one skilled in the art. Kreckel, et al. neither suggests the use of a compacted 
material nor addresses the problem that certain drugs will get in contact with the 
unaffected skin. Therefore, Kreckel, et al. does not provide a suggestion as to the 
specific drugs which are set forth in present claim 1 . Moreover, Kreckel, et al. does not 
make the specific combination of a matrix made of a compacted material with a 
pharmaceutical active ingredient selected from the group consisting of salicylic acid, 
lactic acid, 5-fluoruracil, capsaicin, acetyl-salicylic acid, and nonoic acid vanillyl amide 
obvious to one skilled in the art at the time the present invention was made. 
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With regard to the Examiner's position that the specification does not provide a 
meaningful guidance as to what a compacted material is, the Applicants respectfully refer 
to the arguments set forth above regarding a compacted material being known to one 
skilled in the art. In summary, the meaning of a compacted material is well known in the 
art and therefore one skilled in the art would readily be aware of the meaning of the term. 
Consequently, the Applicants respectfully submit that an extensive description of a 
compacted material in the specification would not be necessary and was therefore omitted 
for the sake of brevity. 

In particular reference to Kreckel, et al., the prior art does not indicate that a 
compacted material can be used as a matrix in die-cut articles. Beyond that, it can not be 
inferred from Kreckel, et al. that it might be advantageous to restrict topical application 
of certain drugs to the affected spots on the skin, and that this can be achieved by 
providing a die-cut article with an internal cut-out with a matrix which is made of a 
compacted material. Therefore, the Applicants submit that Kreckel, et al. does not render 
the present invention obvious at the time it was made. 

In light of the aforementioned deficiencies of the teachings of Kreckel, et al., the 
Applicants respectfully submit that the reference fails to teach every limitation set forth 
in claims 1-8 and that due to these deficiencies. Withdrawal of this rejection is strongly 
requested. 

SUMMARY 

The Applicant respectfully submits that the cited references do not teach, suggest 
or show the present invention as presently claimed or advantages attendant thereto. In 
conclusion it is requested that the rejection of claims 1-8 as failing to comply with the 
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enablement requirement, as failing to particularly point out the intended invention and as 
being unpatentable over U.S. Patent No. 5,244,677 (Kreckel, et ah) under 35 U.S.C. 
§103 (a) be withdrawn, that the Board reverse the decision of the Examiner and allow 
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Claims Appendix 

1 . (previously presented) An adhesive die-cut article having an external contour 
comprising an adhesive layer with an internal cut-out having a contour, wherein the 
external contour of the adhesive die-cut article has no common point with the contour of 
the internal cut-out, a matrix layer having an internal cut-out which is congruent with the 
internal cut-out in the adhesive layer, said matrix layer being a compacted material, and a 
covering film covering the composite of matrix layer, adhesive layer, and internal cut- 
out, wherein the internal cut-out is filled with filler material containing a pharmaceutical 
active ingredient selected from the group consisting of salicylic acid, lactic acid, 5- 
fluoruracil, capsaicin, acetyl-salicylic acid, and nonoic acid vanillyl amide. 

2. (previously presented) The adhesive die-cut article according to claim 1, further 
comprising a detachable protective film. 

3. (previously presented) The adhesive die-cut article according to claim 1, wherein the 
internal cut-out has a circular shape. 

4. (previously presented) The adhesive die-cut article according to claim 1, wherein the 
internal cut-out has a rectangular shape. 

5. (previously presented) The adhesive die-cut article according to claim 1, wherein the 
thickness of the adhesive layer and of the matrix layer in sum are less than the maximum 
extent of the internal cut-out in longitudinal or transverse direction. 

6. (previously presented) The adhesive die-cut article according to claim 1, wherein said 
filler material is selected from the group consisting of liquid, semi-solid, gel-like, pasty, 
powdery and fusible materials and mixtures thereof. 

7. (previously presented) The adhesive die-cut article according to claim 1, wherein the 
adhesive layer comprises a natural or synthetic polymer selected from the group 
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consisting of polyacrylates, polyisobutylenes, silicones, rubber and SIS block 
copolymers. 

8. (previously presented) The adhesive die-cut article according to claim 1, wherein the 
matrix layer comprises a natural or synthetic polymer selected from the group consisting 
of polyacrylates, polyethylenes, polypropylenes, polybutylenes, polyurethanes, poly-1- 
butenes, polyisobutene, rubbers, silicone rubbers, cellulose, chemical pulp, paper, cotton, 
acetylcellulose, celluloid, viscose, polyacrylonitrile, polyvinylalcohol, polyvinyl acetate, 
polyvinyl ether, and ethylene-vinyl acetate (EVA) copolymers. 

9. (canceled) 
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Evidence Appendix 

Exhibit A - Oxford University Press Online - Definition of "compact" 
Exhibit B - Merriam- Webster Online Dictionary - Definition of "compact" 
Exhibit C - USPTO Classification System Class 28, Subclass 121 
Exhibit D - USPTO Classification System Class 53, Subclass 436 
Exhibit E - Copy of relevant portion of MPEP 2173 .02 
Exhibit F - Copy of relevant portion of MPEP 2164.05(b) 
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New search: . .- -s^^^a 

_ , , j compact 

Select entry; > ^ 

Compact ad/., noun, verb 

■ad/. /kPm'paekt; WpSekt; AMmE'kasm/ 

1 smaller than is usual for things of the same kind: a compact camera OThe notebook 
computer is small and compact and weighs only 3 Mb. 

2 using or filling only a small amount of space: The kitchen was compact but well 
equipped. 

3 closely and firmly packed together: a compact mass of earth OThe grey clouds had 
become more compact and the sky suddenly grew dark 

4 (of a person or an animal) small and strong: He had a compact and muscular body. 
compactly adv. compactness noun [U]: He had the natural compactness of a good 

ball player. 

Mnoun /kampaekt; NAmE^k^lm/ 

1 (NAmE) a small car — compare subcompact 

2 a small flat box with a mirror, containing powder that women use on their faces 

3 (formal) a formal agreement between two or more people or countries 

Mverb /k^m'paekt/ [VN] [usually passive] to press sth together firmly: a layer of compacted 
snow 

Privacy Policy. Cookie Policy and Legal Notice 

Copyright © Oxford University Press, 2005. All Rights Reserved. 
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Class Definition for Class 28 - TEXTILES: MANUFACTURING 
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121 Compacted fiber article encasing: 

This subclass is indented under subclass 116. Method or apparatus wherein 
a textile item is formed by wrapping a mass of fibers within a covering and 
wherein the mass of fibers is compressed into a desired shape prior to, 
during or after the wrapping occurs. 

SEE OR SEARCH CLASS: 

29, Metal Working, appropriate subclass, for methods and apparatus 

making composite articles. 
53, Package Making, appropriate subclass, for the wrapping of articles 

in packaging material. 
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http://www.uspto.gov/web/patents/classification/uspc028/defs028.htm 
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436 Compacting or stretching: 

This subclass is indented under subclass 428. Methods including subjecting 
the contents material to forces which crowd portions of the contents into a 
more confined space or which contract or elongate the contents without 
breaking. 

SEE OR SEARCH THIS CLASS, SUBCLASS: 
523+, for corresponding apparatus. 
SEE OR SEARCH CLASS: 

100, Presses, subclasses 35+ for methods of compacting or compressing 
with presses. 
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The primary purpose of this requirement of defi- 
niteness of claim language is to ensure that the scope 
of the claims is clear so the public is informed of the 
boundaries of what constitutes infringement of the 
patent. A secondary purpose is to provide a clear 
measure of what applicants regard as the invention 
so that it can be determined whether the claimed 
invention meets all the criteria for patentability and 
whether the specification meets the criteria of 35 
U.S.C. 112, first paragraph with respect to the 
claimed invention. 



2173.01 Claim Terminology \R-2] 

A fundamental principle contained in 35 U.S.C. 
112, second paragraph is that applicants are their 
own lexicographers. They can define in the claims 
what they regard as their invention essentially in 
whatever terms they choose so long as **>any spe- 
cial meaning assigned to a term is clearly set forth in 
jthe specification. See MPEP § 2111.01 .< Applicant 
imay use functional language, alternative expres- 
: sions, negative limitations, or any style of expres- 
I sion or format of claim which makes clear the 
boundaries of the subject matter for which protec- 
tion is sought As noted by the court in In re 
Swinehart, 439 F.2d 210, 160 USPQ 226 (CCPA 
1971), a claim may not be rejected solely because of 
the type of language used to define the subject mat- 
ter for which patent protection is sought 



2173.02 Clarity and Precision [R-l] 

The examiner's focus during examination of 
claims for compliance with the requirement for defi- 
niteness of 35 U.S.C. 112, second paragraph, is 
whether the claim meets the threshold requirements 
of clarity and precision, not whether more suitable 
language or modes of expression are available. 
When the examiner is satisfied that patentable sub- 
ject matter is disclosed, and it is apparent to the 
examiner that the claims are directed to such pat- 
entable subject matter, he or she should allow claims 
which define the patentable subject matter with a 
reasonable degree of particularity and distinctness 
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Some latitude in the manner of expression and the 
aptness of terms should be permitted even though 
the claim language is not as precise as the examiner 
might desire. Examiners are encouraged to suggest 
claim language to applicants to improve the clarity 
or precision of the language used, but should not 
reject claims or insist on their own preferences if 
other modes of expression selected by applicants 
satisfy the statutory requirement 

The essential mquiry pertaining to this requirement 
is whether the claims set out and ckcumscribe a 
particular subject matter with a reasonable degree of 
clarity and particularity. Definiteness of claim lan- 
I guage must be analyzed, not in a vacuum, but in 
1 light o£ 



(A) The content of the particular apphcation disclo- i 
sure; \ 

(B) The teachings of the prior art; and j 
(Q The claim interpretation that would be given by 
one possessing the ordinary level of skill in the per- 
tinent art at the time the invention was made. 

In reviewing a claim for compliance with 35 
U.S.C. 112, second paragraph, the exarrhner must 
consider the claim as a whole to determine whether 
the claim apprises one of ordinary skill in the art of 
its scope and, therefore, serves the notice function 
required by 35 U.S.C. 112, second paragraph, >by 
providing clear warning to others as to what consti- 
tutes infringement of the patent<. See, e.g., Solomon 
t v. Kimberly-Clai-k Corp., 216 F.3d 1372, 1379, 55, 
' USPQ2d 1279, 1283 (Fed. Cir. 2000). See also In re 
Larsen, No. 01-1092 (Fed. Cir. May 9, 2001) (un- 
published) (The preamble of the Larsen claim re- 
cited only a hanger and a loop but the body of the 
claim positively recited a linear member. The court 
observed that the totality of all the limit ations of the 
claim and their interaction with each other must be 
considered to ascertain the inventor's contribution to 
the art. Upon review of the claim in its entirety, the 
court concluded that the claim at issue apprises one 
of ordinary skill in the art of its scope and, therefore, 
serves the notice function required by 35 U.S.C. 1 12 
paragraph 2.). 
>If the language of the claim is such that a person of 
ordinary skill in the art could not interpret the metes 
and bounds of the claim so as to understand how to 
avoid irrfringement, a rejection of the claim under 35 
U.S.C. 112, second paragraph, would be appropri- 
ate. See Morton Int'l, Inc. v. Cardinal Chem. Co., 5 
F.3d 1464, 1470, 28 USPQ2d 1190, 1195 (Fed. Cir, 
1993). However, if the language used by applicant 
satisfies the statutory requirements of 35 U.S.C. 112 
second paragraph, but the examiner merely wants 
the applicant to improve the clarity or precision of 
the language used, the claim must not be rejected 
under 35 U.S.C. 112, second paragraph, rather, the 
examiner should suggest improved language to the 
applicant. 

For example, a claim recites "a suitable liquid such 
as the filtrate of the contaminated liquid to be fil- 
tered and solids of a filtering agent such as perlite. 
cellulose powder, etc." The mere use of the phrase 
"such as" in the claim does not by itself render the 
claim indefinite. Office policy is not to employ per 
se rules to make technical rejections. Examples of 
claim language which have been held to be indefi- 
nite set forth in MPEP § 217.3.05(d) are fact specific 
and should not be applied as per se rules. The test 
for definiteness under 35 U.S.C. 112, second para- 
graph, is whether "those skilled in the art would 
understand what is claimed when the claim is read in 
light of the specification." Orthokinetics, Inc. v. 
Safety Travel Chairs, Inc., 806 F2d 1565, 1576, 1 
USPQ2d 1081, 1088 (Fed. Cir. 1986). If one skilled 
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2164.05(b) 



toe nature of the tovention, the state of the prior art 
and toe level of skill in the art. The initial inquiry i 
m to toe nature of the invention, i.e., the subjecTm*- 
ter to which, the claimed invention pertains. The 

^ mVSati0n becomes ba <**o P to 
fctamne the state of the art and the level of sW 
possessed by one skilled in the art. 

J?* Pri0r is what one billed in the 

tlTn T kD ° Wn ' 3t ^ time Ration 

dLSf* 3b0Ut 1116 SUbj6Ct matter to which the 
claimed invention pertains. The relative skill of 
those m toe art refers to the skill of those in the art in 
relation to the subject matter to which the claimed 
mvenbon pertains at the time the application was 
filed. See MPEP § 2164.05(b). 

The state of the prior art provides evidence for the 
degree of predictability in the art and is related to 
the amount of direction or guidance needed in the 
specification as filed to meet the enablement re- 
quirement. The state of the prior art is also related to 
the need for working examples in the specification 

The state of the art for a given technology is not 
static m tjme. It 1S entirely possible that a disclosure 

2£To hBWUy 2> 199 °' Would not ha ve been en- 
abled. However, if the same disclosure had been 
filed on January 2, 1996, it might have enabled the 

I i ; ?? 6> thC State 0f * e ? rior 314 must be 
Z T< ,,1^ a PP>ication based on its filing 
date 35 U.S.C. 112 requires the specification to be 
enabling only to a person "skilled in the art to which 

I22r T S> 01 ^ ch jt is most nearly con- 
nected, general, the pertinent art should be de- 
fined m terms of the problem to be solved rather 
Jan in terms of the technology area, industry, trade 
etc. for winch the invention is used. 
The opacification need not disclose what is well- 
known ,o those skilled in the art and preferably 
omits that which is well-know* to those skilled and 

™ £r^i° me pubiic - in re B ™ h ™> 929 

lily » ? ■ ' I 8 P 8 ^ 2 ' 1331 > 1332 ( ped - a. 

V ' Monocl °™l Antibodies, 

Ui. 1986), cerr. <fe med> 480 U.S. 947 (1987)- and 

H^TT l n MaS ? h T nfabrik GMBH v - A ™™<™ 
Hoist & Derrlck c ?30 F 

USPQ 481, 489 (Fed. Cir iv£ 4 ). ' 1 

JJf/S* ° f me art listing at the filing date of the 
apphcation ,s used to determine whether a particular 
disclosures enabling as of the filing date >Chiron 

USP09H ^T^t InC ' 363 R3d 1247 > 1254 - 70 
USPQ2d 1321, 1325-26 (Fed. Cir. 2004) ("a patent 

document cannot enable technology that Rafter 

toe date of apphcation»).< Publications dated after 

toe fihng date providing information publicly first 

disclosed after the filing da t e generally cannot be 

used to show what was known at the time of filing 

In re Gunn, 537 F.2d 1123, 1128 190 USPfi 

402,405-06 (CCPA 1976); /„ re Butic^f^ 

535, 538, 190 USPQ 422, 424 (CCPA 1976) (In 
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general, if an applicant seeks to use a patent to mn , 
the state of the art for the purpose of toe enaSe^! 
requirement, the patent must have an issue date el' 
her than toe effective filing date of the appHcaJS" 
While a later dated publication cannot ^ pp S; 
an insufficient disclosure in a prior dated apKo' 
to make it enabling, applicant can offer ft e l? 
mony of an expert based on the publication as e7 
dence of the level of skill in the art at the £ e T 
apphcation was filed. Gould v. Quigg 82? vZ 
1074, 1077, 3 USPQ2d 1302, 1304 (Fef Ch m 7) 
In general, the examiner should not use post-film, 
date references to demonstrate that the patent i! 
nonenabling. Exceptions to this rule could occur if a 
later-dated reference provides evidence of what one 
skilled in toe art would have known on or before the 
effective fifing date of the patent, apphcation. /„ r 
Hogan 559 F.2d 595, 605, 194 USPQ 527 537 
CCPA 1977). If individuals of skill in toe art' state 
that a particular invention is not possible years after 
the fihng date, that would be evidence that the dis- 
closed invention was not possible at toe time of 
tibng and should be considered In In re Wright 999 

S VoUf 1562 '- 27 USPQ2d 1510 ' u "-wc5 

Cir 1993) an article published 5 years after the fil- 
ing date of toe application adequately supported the 
examiner's position that the physiological activity of 
certain viruses was sufficiently unpredictable so that 
a person skilled in the art would not have believed 
that toe success with one virus and one animal could 
be extrapolated successfully to all viruses with all 
living organisms. Claims not directed to the specific 
virus and the specific animal were held nonenabled 
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2164.05(b) Specification Must Be Ena- 
bling to Persons Skilled in the Art 

The relative skill of those in the art refers to the 
skill of those in the art in relation to toe subject mat- 
ter to which the claimed invention pertains at the 
hme the apphcation was filed Where different arts 
are involved in the invention, the specification is 
enabling if it enables persons skilled in each art to 
carry out toe aspect of the invention applicable to 
their specialty, in re Naquin, 398 F.2d 863, 866 158 
USPQ 317, 319 (CCPA 1968). 
When an invention, in its different aspects, in- 
volves distinct arts, toe specification is enabling if it 
enables those skilled in each art, to carry out the 
aspect proper to their specialty. "If two distinct 
technologies are relevant to an invention, then the 
disclosure will be adequate if a person of ordinary 
skill in each of the two technologies could practice 
toe invention from toe disclosures." Technicon In- 
struments Corp. v. Alpkem Corp., 664 F Supp. 
1558, 1578, 2 USPQ2d 1729, 1742 (D. Ore. 1986), 
afi;d in part, vacated in part, rev'd in part, 837 F. 2d 
1097 (Fed. Cir. 1987) (unpublished opinion), appeal 
after remand, 866 F. 2d 417. 9 USPQ 2d 1540 (Fed 
Cir. 1989). In Ex parte Zechnall, 194 USPQ 461 
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Related Proceedings Appendix 
None. 



